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Bef ore Qui nn, Bucher, and Drost, Adm nistrative Tradenmark
Judges.
Qpi nion by Drost, Admi nistrative Trademark Judge:

On Novenber 25, 1996, DataM rror Corporation
(applicant) applied to register the mark TRANSFORVATI ON
SERVER, in typed form on the Principal Register for goods
ultimately identified as “conputer software for use in
extraction, filtering, reformatting and replication of data

bet ween the conpati bl e and i nconpati bl e dat abase software

and conputer platfornms” in International Cass 9.
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The application (Serial No. 75203278) is based on an
al l egation of a bona fide intention to use the mark in
commerce and the ownership of a foreign application
(Canadi an Application No. 826,508'). 1In a paper dated
August 11, 1998, applicant disclainmed the term*“server.”

The exanining attorney? refused to register applicant’s
mark on the ground that the mark was nerely descriptive
under Section 2(e)(1) of the Trademark Act, 15 U S. C.

§ 1052(e)(1), of a feature of applicant’s goods. The

exam ning attorney argues that “data transformati on may be
acconplished by the extraction, filtering, reformatting and
replication of data in order to overcone conpatibility

i ssues between dat abase software and/or conputer
platforns.” Brief at 5. Inasnuch as the exam ning
attorney found that the software was used with or conprises
a server for data transformation, the mark was nerely
descriptive of applicant’s software. Applicant, on the

ot her hand, submits that its mark i s suggestive because it

! Subsequently, applicant provided a copy of Canadi an

Regi stration No. 512,413, filed Cctober 21, 1996 and issued on
May 28, 1999.

2 The current exam ning attorney was not the original exanining
attorney in this case.



Ser. No. 75203278

“requi res thought, perception and inagination to make such
a connection.” Brief at 5.3

After the exam ning attorney nmade the refusal final
appl i cant appeal ed to this Board.?

For a mark to be nerely descriptive, it nust
i mredi atel y convey know edge of the ingredients, qualities,

or characteristics of the goods or services. 1In re Gyulay,

820 F.2d 1216, 3 USPR2d 1009, 1009 (Fed. Cir. 1987); In re

Qui k-Print Copy Shops, Inc., 616 F.2d 523, 205 USPQ 505,

507 (CCPA 1980). Courts have long held that to be “nerely
descriptive,” a termneed only describe a single
significant quality or property of the goods. Gyulay, 3

USP2d at 1009; Meehanite Metal Corp. v. Internationa

Ni ckel Co., 262 F.2d 806, 120 USPQ 293, 294 (CCPA 1959).

Descriptiveness of a mark is not considered in the

abstract, but in relation to the particul ar goods or

® Applicant’s Brief (pp. 3-4) begins with a section entitled “No
expl anati on was ever given as to why the mark TRANSFORVATI ON
SERVER was wi thdrawn from publication.” To the extent that
applicant is dissatisfied with this decision of the Deputy

Comm ssioner, it is not a matter that is appealable to this
Board. 37 CFR § 2.146; TBMP § 1201.05(b). W note that the
exam ni ng attorney requested the Deputy Conmi ssioner to restore
jurisdiction “for action in accordance with the attached O fice
action.” This Ofice action informed applicant of the Deputy
Comm ssioner’s decision to restore jurisdiction and it attached
nore than sixty pages of evidence.

“ Wth its Reply Brief, applicant attached a brochure of
appl i cant describing its products. This subm ssion is manifestly
untinmely and we will not consider it. TBMP § 1203.02(e).
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services for which registration is sought. In re Abcor

Dev. Corp., 588 F.2d 811, 200 USPQ 215, 218 (CCPA 1978).

The exami ning attorney relies on the follow ng
evi dence to show that applicant’s mark is descriptive.
First, the exam ning attorney requests that we take
judicial notice of the follow ng definitions, which we do®:

Transformation — 1. a. The act or an instance of
transformng. b. The state of being transforned...3.
Mat hemati cs. a. Repl acenent of the variables in an

al gebrai c expression by their values in terns of

anot her set of variables. b. A mapping of one space
onto another or onto itself.

Server — Conputer Science. A conputer or programthat
controls a central repository of data that can be
downl oaded or manipul ated by a client.®
Even nore significant than these dictionary
definitions are the nunerous uses of the words
“transformation” and “server” fromthe Internet or
el ectroni c databases that the exam ning attorney has
subm tted.
Functioning as a color transformation server, it can
process rgb scans, Photo CD files, color Illustrator
and FreeHand files.
ASAP, Septenber 1, 1993.
Any of these can be overcone with custom progranm ng
or connection to third-party products, but, out of the

box, eXcel on should be viewed as a transformati on
server.

®> University of Notre Dame du Lac v. J.C. Gournet Food |nports
Co., 213 USPQ 594, 596 (TTAB 1982), aff'd, 703 F.2d 1372, 217
USPQ 505 (Fed. Cir. 1983).

® American Heritage Dictionary of the English Language (3" ed.
1992).
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ASAP, Novenber 1, 1999.

The DMC data warehouse transformation server, a

Net FRAME NT Server by M cronEl ectronics, receives data
froman RS/ 6000 that acts as the interface server

DM Revi ew, Septenber 1999.

The product al so uses a transformati on server, and can
be custom zed with Mcrosoft’s Visual Basic for
Appl i cations technol ogy.

Infowbrlid Daily News, May 24, 1999.

[Qrgani zations will have to use application servers
such as Netscape Application Server or data
transformati on servers such as Constellar Corp.’s
Constel l ar Hub for easy access to this data.

ASAP, January 25, 1999.

The suite consists of client tools, plus a data
transformati on server that integrates through the
nmet adata repository.

Dat abase Wb Advi sor, May 1997.

A docunent would be sent initially to an
“inmport/export” server, which would enlist the

assi stance of a representation transformation server”
[sic] if the docunment was not in a standard format
ready for storage.

ASAP, Septenber 1990.

Anot her analyst, Bill Redman of GartnerGoup, Inc.,
al so thinks transformation servers wll be
particularly hot.

ASAP, January 1, 2001.

The integration of the database and OMB al | ows
Oracle8i to act as a transformation server, so that an
addi tional transformation server is not needed.

ASAP, April 26, 2000.

To conpl enent VorteXM. Desi gner, Datawatch wil|

rel ease VorteXM. Server, a high performance server
engi ne that automates data transformation into XM,
| ater this year

ASAP, Cctober 1, 2002.
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The product, conprised of the Contivo EIM Server and
Contivo Analyst, is designed to autonate data
transformation that takes place during application

i ntegration.

Infowbrlid Daily News, June 17, 2002.

That nmeans REBOL can act as an internedi ate Wb
server, loading in data (like XM. files) and
performng localized transformati ons on the data
before sending it on to the browser.

new. architect, April 1, 2002.

St uddard, who has used Mcrosoft’s BizTal k Server, an
XM. transformation engine, to support a collection of
. Net applications, has been tweaking the server with
hi s own code.

Net work World, July 29, 2002.

But the bul ky transfornmati ons were boggi ng down
servers.
Net wor k Worl d, Septenber 23, 2002.

Servers can be cascaded to create a highly scal able
real -time content transformation.
www. nobi | ewebsurf. com

San Mateo, Calif.-based AvantGo is another player in

the transformation server arena.

El ectronic News Online, January 1, 2001.

The exam ning attorney al so included an extract from
The Rational Edge website entitled “From Craft to Sci ence:
Rul es for Software Design” that contained the follow ng
definition: “Transformation Server — Transformation
servers performthe transformation frominput data to
out put data, while possibly updating internal data.” The
flow chart in the article then shows how the transformation

server interacts with the I/0O servers and the Data Fl ow

Manager .
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The evidence’ relating to applicant’s products shows
that this software does indeed transformdata on or in
conjunction with servers.

DataM rror Transformation Server is an innovative
software solution that allows users to capture,
transformand flow data bi-directionally and in real -
time between DB2 UDB, M crosoft SQ. Server...

DataM rror press rel ease, Novenber 7, 2002.

Transformati on Server

Dat aM rror

Data Replication and transformati on system enabling
enterprise data distribution over m xed dat abases
runni ng on Wndows NT, UN X and AS/ 400
systens..Avai |l able for |1 BM AS/ 400 systens and M crosoft
SQL Server

Ent er pri se. CNET. com

DaataM rror®

Solutions for Data Replications & Transformation

* % %

This exciting part of our business provides sol utions
for data replication and data transformation i Series
and AS/ 400, but also for Wndows NT-servers, UN X, and
S/ 390!

wwv. sosy. dk

" W note that two of the articles below are fromforeign
websites. However, both of these articles discuss applicant’s
products, not the use of a termin a foreign country. Also, the
Board has held that “it is reasonable to assume that

prof essionals in medicine, engineering, conputers,

t el ecommuni cati ons and rmany other fields are likely to utilize
all avail abl e resources, regardless of country of origin or
medium Further, the Internet is a resource that is widely
avail able to these same professionals and to the general public
inthe United States. Particularly in the case before us,

i nvol vi ng sophi sticated nedical technology, it is reasonable to
consider a relevant article froman Internet web site, in
Engl i sh, about nedical research in another country, Geat Britain
in this case, because that research is likely to be of interest
wor | dwi de regardl ess of its country of origin.” 1In re Renacle,
66 USPQR2d 1222, 1224 n.5 (TTAB 2002)
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DataM rror Transformation Server software is a

flexi ble, high perfornmance, peer-to-peer integration
solution that enables users to capture, transform and
flow data in real tine throughout the enterprise and
across the Internet...Transformati on Server provides
bi -directional data integration anong DB2/ UDB,

M crosoft SQ Server, Oracle and Sybase ...

WWW. spacet ec. co. uk.

| ndeed, data transformation is advertised as a
significant feature of applicant’s software. Al so,
articles about applicant’s products use the term
descriptively when they refer to applicant’s software.?
Therefore, the applicant’s term TRANSFORMATI ON SERVER i s at
| east nerely descriptive of applicant’s conputer software
for use in extraction, filtering, reformatting and
replication of data between the conpatible and inconpatible
dat abase software and conputer platforns.®

Regar di ng applicant’s argunents agai nst the
descriptiveness of its mark, we cannot agree that all the
references to “transformati on servers” refer “to very
specific technical ternms.” Reply Brief at 2. For exanple,

the Rational Edge website defines transformation servers in

8 §gg Computer Reseller News, March 8, 1999 (“DataMrror, wth
its experience in transformation servers and replication
services, is a logical player for that arena”).

® Applicant argues generally that “[njany, if not nost, of the
cited articles referencing use of the mark TRANSFORVATI ON SERVER
are in fact referencing such use by Applicant.” Brief at 5-6.
While a few do, nost of the articles are general in nature or
refer to other entities. These articles are normally in third-
party publications and the authors of those articles apparently
believed that the term*“transformati on server” was descriptive.
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the nost general way (“Transformation Server -
Transformation servers performthe transformation from
i nput data to output data, while possibly updating internal
data”). Applicant’s argunents that “the use of the term
‘“Transformation’ in the software industry was extrenely
rare and virtually unheard of at the time applicant adopted
and began using its TRANSFORVATI ON SERVER tradenmar k” and
that “Applicant achieved significant comrercial success”
with its software are unsupported by the record. Applicant
has not submitted any evidence on these points. W also
note that there is no evidence of when applicant began
using its mark. The only “evidence” on this point is the
filing dates of this intent-to-use application and its
Canadi an application. W note that at |east two of the
references (ASAP, Septenber 1, 1993 and ASAP, Septenber
1990) precede even these dates.

When we anal yze the evidence, we nust keep in mnd
that the test is not whether prospective purchasers can
guess what applicant’s goods are after seeing applicant’s

mark al one. Abcor Dev., 200 USPQ at 218 (“Appellant’s

abstract test is deficient — not only in denying
consi deration of evidence of the advertising materials

directed to its goods, but in failing to require
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consideration of its mark ‘when applied to the goods’ as
required by statute”).

Based on this evidence, we conclude that the terns
“transformati on” and “server” are at |east descriptive
ternms when applied to applicant’s conputer software.
Applicant’s software, which extracts, filters, reformats
and replicates data, is transform ng data and its software
woul d al so conprise or be used with servers. The conbi ned
term“transformation server” also is at |east as
descriptive as the individual ternms. There is anple
evi dence that the conbined termis used to describe
conputer hardware or software that transfornms data. Wen
we view the mark TRANSFORVATI ON SERVER in the context of
conputer software for use in extraction, filtering,
reformatting and replication of data between the conpatible
and i nconpati bl e dat abase software and conputer platforns,
the termw Il imrediately inform prospective custoners of
the fact that applicant’s software invol ves data
transformation with or conprising servers and, as such, it
woul d describe a significant characteristic of the goods.
Therefore, we find that applicant’s termis nerely
descriptive of the goods identified in the application.

Decision: The refusal to register under Section

2(e) (1) of the Trademark Act is affirmed.
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